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REMARKS 

In the October 4, 2004 Office Action, the Examiner noted that claims 1-29 were pending 
in the application; indicated that the certified copy of priority application had not been received; 
objected to the specification; rejected claim 1 and other claims under the second paragraph of 
35 U.S.C. § 112; rejected claims 1,4-7, 10, 11 and 27-29 under 35 U.S.C. § 102(e); and rejec- 
ted claims 2, 3, 8, 9 and 12-26 under 35 U.S.C. § 103(a). In rejecting the claims, U.S. Patents 
5,774,534 to Mayer : 6,219,639 to Bakis et al. : 6.463,415 to St. John ; 6,567,775 to Maali etal. : 
6.571,279 to Herz etal. : 6,587,838 to Esposito etal. : and 6,332.135 to Conklin et al. (Refer- 
ences A-G. respectively) were cited. Claims 1-29 remain in the case. The Examiner's rejections 
are traversed below. 

Priority 

In the first paragraph on page 2 of the Office Action, the Examiner stated "that applicant 
has not filed a certified copy of ... Japan 2000-255713 ... as required by 35 U.S.C. 1 19(b)." 
Attached as Exhibit A are copies of the application transmittal, the Submission of the certified 
copy of Japanese Patent Application 2000-25571 3, the first page of the certified copy of the 
priority application, the English translation thereof and a postcard indicating that the certified 
copy of the priority application was received by the U.S. Patent and Trademark Office on August 
22. 2001 . The Examiner is respectfully requested to acknowledge that the certified copy of the 
priority application was received and to indicate whether another certified copy of the application 
must be filed. 

Specification 

In the second and third paragraphs on page 2 of the Office Action, the Examiner objec- 
ted to the specification due to the lack of explanation of the abbreviation of CM and required 
correction of the specification. The first paragraph of the specification has been amended to 
provide the meaning of the abbreviation CM used in the art of commerce information distribution. 
As an example of the use of this abbreviation in the art. attached as Exhibit B is U.S. Patent 
6.275,646 to Tada etal. Since CM is an accepted abbreviation for the words "commercial mes- 
sage", no "new matter" has been added by the changes made to the specification. Withdrawal 
of the objection is respectfully requested. 
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Rejection under 35 U.S.C. § 112, Second Paragraph 

On the first half of page 3 of the Office Action, claim 1 "and other claims containing 'CM'" 
were rejected under the second paragraph of 35 U.S.C. § 1 12 for indefiniteness. To overcome 
this rejection and avoid the continued treatment of CM as "a generic word", all occurrences of 
CM in the claims have been replaced with the words corresponding thereto in the relevant art. 
Therefore, these changes do not relate to patentability. Withdrawal of the rejection under the 
second paragraph of 35 U.S.C. § 1 12 is respectfully requested. 

Rejections under 35 U.S.C. § 102(e) 

On pages 3-6 of the Office Action, claims 1 , 4-7, 10, 1 1 and 27-29 were rejected under 
35 U.S.C. § 102(e) as anticipated by Mayer, even though Mayer was issued in 1998, three years 
prior to filing of the application. In rejecting independent claims 1 and 10, the Abstract and Fig. 1 
were cited as disclosing the first two operations recited in claim 1 . However, nothing has been 
found in the Abstract or Fig. 1 , or elsewhere in Mayer, regarding what initiates the broadcast of 
"direct-response television advertisements" (e.g.. Abstract, lines 7-8). The operations described 
by Mayer start with broadcasting such advertisements with different telephone numbers on 
different television stations, so that the advertisement to which a caller is responding can be 
identified based on the time of day, customer location, and telephone number called. 

Claim 1 recites details of how the broadcast of a commercial message is initiated, 
specifically "receiving a request to generate a commercial message broadcast and commercial 
message information relating to the commercial message broadcast from at least one of a mer- 
chandise producer and a service provider" (claim 1, lines 2-4) and then "requesting broadcast of 
the commercial message broadcast and the commercial message information relating to the 
commercial message broadcast generated according to commerce information" (claim 1, lines 5- 
7). Since Mayer does not teach or suggest what operations are performed prior to broadcasting 
a commercial message or "direct-response television advertisement," claim 1 patentably 
distinguishes over Mayer . 

Furthermore, nothing has been found in Mayer regarding separate "commercial message 
information relating to ... [a] commercial message broadcast" (claim 1, line 3). The only informa- 
tion that Mayer describes as being transmitted to a user prior to receiving a telephone call is the 
television advertisement. Claim 1 recites that "when a client sees the commercial message 
broadcast" (claim 1 , lines 9-10), the client "performs an instruction for displaying the commercial 
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message information relating to the commercial message broadcast" (claim 1, lines 10-11). No 
suggestion has been found in Mayer of "displaying" anything in response to an instruction 
performed by a viewer when the television advertisement has been seen. 

For the above reasons, Mayer does not anticipate claim 1 as amended. Limitations 
similar to those quoted above in claim 1 are now recited in claims 10, 27 and 28. Therefore, it is 
submitted that claims 10, 27 and 28 patentably distinguish over Mayer for the reasons discussed 
above. Since claims 4-7 and 1 1 depend from claims 1 and 10, respectively, it is submitted that 
claims 4-7 and 1 1 also patentably distinguish over Mayer . 

Claim 29 recites an apparatus for managing commerce information that includes "a first 
reception unit receiving information about merchandise or a service upon receipt of a request 
from a merchandise producer or a service provider (claim 29, lines 3-4), in addition to "a second 
reception unit receiving information about a client or commercial message about merchandise or 
a service as commerce information when the client purchases the merchandise or the service" 
(claim 29, lines 5-7). As discussed above with respect to claim 1 , nothing has been found in 
Mayer corresponding to the first reception unit. Therefore, it is submitted that claim 29 patenta- 
bly distinguishes over Mayer . 

Rejections under 35 U.S.C. 103(a) 

On pages 6-9 of the Office Action, claims 2-3 were rejected under 35 U.S.C. § 103 as 
unpatentable over Mayer in view of Conklin et al. In rejecting claims 2 and 3, Conklin et al. was 
cited as disclosing "aggregated catalog systems" (column 2, line 65) and communication 
between a corporation and its suppliers and buyers via the Internet (column 2, lines 1-5) using 
standardized languages, including XML (column 28, line 34). Nothing was cited or has been 
found in Conklin et al. regarding the operations performed to generate a commercial message 
broadcast with related commercial message information, as recited on lines 2-7 of claim 1. 
Therefore, the addition of Conklin etal. to Mayer does not overcome the deficiencies of Mayer 
discussed above. Since claims 2 and 3 depend from claim 1, it is submitted that claims 2 and 3 
patentably distinguish over Mayer in view of Conklin et al. 

On pages 9-12 of the Office Action, claims 8, 9, 24 and 25 were rejected under 35 U.S.C. 
§ 103(a) as unpatentable over Mayer in view of Esposito et al. In rejecting these claims, 
Esposito et al. was cited as disclosing "a system for providing real-time notification of purchaser 
requirements in a heterogeneous network environmenf (Abstract, lines 1-3) which uses a 
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wireless network and a vendor computer "storing information about products and sen/ices in a 
product database, and a customer database" (Abstract, lines 11-12). The first operation in the 
only cited flowchart, Fig. 4, starts with "OBTAINED FROM USER PRODUCT AREA OF 
INTEREST" and nowhere in the cited text or anywhere else in Esposito etal. has anything been 
found about operations that would occur before this information obtained from the user. Thus, 
nothing has been cited or found in Esposito et al. relevant to the operations recited on lines 2-7 
of claim 1 or lines 3-10 of claim 10 to overcome the deficiencies of Mayer discussed above. 
Since claims 8 and 9 depend from claim 1 and claims 24 and 25 depend from claim 10, it is 
submitted that claims 8, 9, 24 and 25 patentably distinguish over Maver in view of Esposito et al. 
for the reasons discussed above with respect to claim 1 . 

On pages 13-16 of the Office Action, claims 12, 14, 16 and 17 were rejected under 35 
U.S.C. § 103(a) as unpatentable over Maver in view of Maali etal. In rejecting these claims, 
Maali et al. was cited as disclosing audio and video based speaker identification for multimedia 
information access based on a linear combination of audio and video rank-lists produced using 
audio and video information received from a speaking person, where "normalized slopes of the 
two lines are used as the weight of the respective results when combining the scores from the 
audio-based and video-based speaker analysis" (Abstract, next to last sentence). Nothing was 
cited or has been found in Maali et al. suggesting modification of Maver to perform the opera- 
tions recited on lines 3-6 of claim 10 or that "the commercial message information relating to the 
commercial message broadcast [is] displayed according to an instruction"(claim 10, lines 7-9). 
Since claims 12, 14. 16 and 17 depend from claim 10, it is submitted that claims 12, 14. 16 and 
17 patentably distinguish over Maver in view of Maali et al. for the reasons discussed above with 
respect to claim 10. 

On pages 16-20, claims 13, 20, 21 and 26 were rejected under 35 U.S.C. § 103(a) as 
unpatentable over Maver in view of Maali et al. and further in view of Herz . In rejecting these 
claims, the Abstract and column 4, lines 56-67 of Herz were cited as disclosing a delivery system 
that is enhanced by customizing the information displayed to an information recipient based on 
the location of the recipient. The information is displayed "on an electronic 'billboard' that is 
located in or on a store, or along a roadway, or along a waikwa/(column 4, lines 51-53). The 
system stores "user profiles containing] information about users' buying habits ... [which are 
used] to determine the characteristics of the present user audience to select a revised set of 
advertisements to be transmitted to the display" (column 4. lines 53-58). "Detailed user location 
tracking data can be used by a server to preposition advertising on a multitude of billboards 
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based upon user direction of movement and rate of movement calculations" (column 4, lines 59- 
62). Although not in a cited portion of Herz et al. , the location of the users is based on "the 
location of the wireless subscriber station" (column 2, lines 64-65), e.g., "pagers, cellular phones, 
and the like" (column 2, line 54) carried by a user. Nothing was cited or has been found in Herz 
eta!. , alone or in combination with Maali et al. , suggesting modification of Maver to perform the 
operations recited on lines 3-10 of claim 10 discussed above as not disclosed by Maver . 
Therefore, it is submitted that claims 13, 20, 21 and 26. which depend from claim 10, patentably 
distinguish over Maver in view of Maali et al. and Herz et al. for the reasons discussed above 
with respect to claim 10. 

On pages 20-23 of the Office Action, claims 15, 22 and 23 were rejected under 35 U.S.C. 
§ 1 03(a) as unpatentable over Maver in view of Maali et al. and further in view of St. John . In 
rejecting these claims, the Abstract and column 1, lines 20-25 of St. John were cited as 
disclosing voice pattern authentication for border crossing control, including an alternative 
embodiment that includes detecting emotion in voice signals. Nothing was cited or has been 
found in St. John , alone or in combination with Maali et al. , suggesting modification of Maver to 
perform the operations recited in lines 3-10 of claim 10 discussed above as not disclosed by 
Maver . Since claims 15, 22 and 23 depend from claim 10, it is submitted that claims 15, 22 and 
23 patentably distinguish over Maver in view of Maali et al. and St. John for the reasons 
discussed above with respect to claim 10. 

On pages 23-26 of the Office Action, claims 18 and 19 were rejected under 35 U.S.C. § 
1 03(a) as unpatentable over Maver in view of Maali et al. and further in view of Bakis et al. In 
rejecting these claims, the Abstract and column 8, lines 7-14 of Bakis et al. were cited as 
disclosing identification of users based on lip contour in combination with a speaker recognition 
system. Nothing was cited or has been found in Bakis et al. , alone or in combination with Maali 
et al. . suggesting modification of Maver to perform the operations recited in lines 3-10 of claim 
10 discussed above as not disclosed bv Maver . Since claims 18 and 19 depend from claim 10, 
it is submitted that claims 18 and 19 patentably distinguish over Maver in view of Maali etal. and 
Bakis et al. for the reasons discussed above with respect to claim 10. 

Summary 

It is submitted that the references cited by the Examiner, taken individually or in 
combination, do not teach or suggest the features of the present claimed invention. Thus, it is 
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submitted that claims 1-29 are in a condition suitable for allowance. Reconsideration of the 
claims and an early Notice of Allowance are earnestly solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 

If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 19-3935. 



Respectfully submitted, 



STAAS & HALSEY LLP 





Richard A. Gollhofer 
Registration No. 31,106 



1201 New York Avenue, NW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 



I hereby certify that this correspondence is being deposit 



CERTIFICATE UND£R 37 CFR 1.8(a) 



ed with the United States Postal Service as first class 
mai) in an envelope addressed to: Commissioner for 
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